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Intellectual Property Law

Institute 2011

New York City, September 22-23, 2011

San Francisco, October 27-28, 2011

Live Webcast, October 27-28, 2011 — www.pli.edu

Why You Should Attend

PLI's Intellectual Property Law Institute is
a "must-attend” program for IP lawyers. This program
provides a complete analysis of all areas of IP

as well as updates on cases and government

agency developments that IP lawyers need to know.
A highlight of the program will be a panel of in-house
IP counsel from prominent companies discussing
licensing, and suggesting some best practices and
strategies. Some other plenary sessions will treat the
importance of IP due diligence in mergers,
acquisitions, and joint arrangements; content
ownership in the Internet Age; the general trend
toward patent invalidity in the Federal courts; and
ethics for the IP lawyer.

This year’s program will feature four breakout
sessions, each with three current topics, that will
focus respectively on copyrights, licensing, patents,
and trademarks. Other plenary sessions will deal with
strategic branding, developments in trade secret law,
and developments in the doctrines of inequitable
conduct. Among the breakout topics will be a
discussion of post-Bilski abstract idea litigation;
ramifications of the Myriad Genetics case; grey
market exhaustion; keyword advertising; international
trademark protection in an Internet world; and recent
developments in U.S. licensing law.

What You Will Learn

e The latest updates in the law of patents,
copyrights, trademarks, and trade secrets

In-house perspectives on licensing best practices

Microsoft v. i4i — How much of the “clear and
convincing” standard will survive?

 Guidance on conducting IP due diligence
* |P online and in social media

e Strategic branding: effective strategies
¢ Inequitable conduct

Special Features
 Four separate breakouts

* Complete overview of IP law

* Earn ethics credit — 1 hour

Who Should Attend

General practitioners, intellectual property
attorneys, in-house counsel and others who need

a comprehensive update on the major areas of
intellectual property law. Join Institute Co-Chairs
David Bender and Robert P. Taylor, and a faculty of
distinguished intellectual property practitioners from
major corporations and law firms in the United
States and Europe. Don't miss this once-a-year
opportunity to learn from the best, and to network
with in-house and outside intellectual property
lawyers from around the world. In just two days,
you will become up-to-date on many of the
important intellectual property developments, learn
best practices in a variety of practice settings, hear
best practices to maximize the value of intellectual
property assets, and earn ethics credit, too!

|

Here's what past attendees had to say

“This was a terrific program.
Very informative.” — Alvin Lin, Morrison Cohen LLP

“The speakers were well prepared
and organized. One of the best
PLI programs | have attended.”

“Great materials, topics, speakers.
Well done!” —2010 Attendee

— 2010 Attendee

“Fantastic panelists.” — 2010 Attendee

“Keep up the good work! | always enjoy

the PLI programs. High caliber materials,
beautiful facility, great location. Thank you . . .
can't wait to come back!” — 2010 Attendee

“Overall, the IP Law Institute FAR exceeded my
expectations, especially as it was not designed
solely for IP Law experts.” — 2010 Attendee

Reserve your place today, call (800) 260-4PLI.
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PR OGRAM

9:00 a.

Day One:

m. - 5:00 p.m.

Morning Session: 9:00 a.m. — 12:30 p.m.

9:00
Program Overview

NYC: David Bender
SF & WEB: Robert P. Taylor

9:15
IP Due Diligence

 Getting your arms around the project, and separating
wheat from chaff
* Reviewing pertinent contracts

e Evaluating the integrity of important computer code,
including open source software

* Assessing “right to use” patent studies for important
products and processes

* Appraising right to use, and exclusivity of, important
trademarks

» Weighing the appropriateness of secrecy protection for
important trade secrets

NYC, SF & WEB: David Bender

10:15
Content Providers Versus Technology
Developers in a Social Media World

* Do media operators have obligations to
prevent infringement?

 Does Google have a right to copy your book or your art?
* Balance of interests in peer-to-peer environments
Do technology controls protect content?

* \What conduct amounts to inducing infringement?
NYC, SF & WEB: Raymond T. Nimmer

11:15 Networking Break

17:30
The Shifting Winds of Patent Invalidity
e Challenges to the “clear and convincing”
evidentiary standard
 Obviousness and the continuing fallout from KSA
* Enablement and the “undue experimentation” test
* Increasing emphasis on the written description requirement
 Patentable subject matter as a validity issue
NYC, SF & WEB: Robert P. Taylor

12:30 Lunch

Afternoon Session: 1:45 p.m. — 5:00 p.m.
[Concurrent Breakout Sessions]

1:45
Breakout Session No. 1a — Licensing

Licensing in the EU

» Current developments in the European protection of IP
A future for the EU patent?

* A new regime for collecting societies?

* Recent case law of the European Courts in IP matters
¢ Technology, standards, IPR and EU antitrust

NYC: George Metaxas

SF & WEB: Thomas Vinje

Licensing in Asia
* Comparative review of (and recent developments in) IP laws

of selected countries in Asia and how differences affect
specific license provisions

* Common “gotchas” in cross-border licensing arrangements

* Review of governing law, arbitration and other similar
enforcement issues in the context of cross-border licensing
arrangements

NYC: Vivian L. Hanson
SF & WEB: Laurie S. Hane

Licensing in the U.S.

e Stanford v. Roche and the latest on the Bayh-Dole Act
and university licensing

* License conditions versus contractual commitments

 Rights of exclusive licensees

* Collaborative developments and joint IP ownership
and licensing

* Licensing new technologies (e.g., “GreenTech”/“CleanTech”)
NYC: William A. Tanenbaum
SF & WEB: Amy L. Toro

1:45
Breakout Session No. 1Tb — Copyright

Copyright Hot Topics
* Google Books — Discussion of what the order means;

the issues raised and what are the options going forward?
o First Use Doctrine — Is it alive? AMG v. Augusto and others

* |s the Sonny Bono Copyright Extension Act constitutional?
Golan v. Holder

* Internet and copyright: is copyright expanding or
contracting?

* Digital publishing and copyright — What does the new
publishing contract include?

NYC, SF & WEB: Katherine C. Spelman
Grey Market and Exhaustion

* Resulting state of the law of copyright exhaustion/first sale
following Costco

» Comparison to patent exhaustion

* Comparison to trademark exhaustion

* |mpact of the decision on copyright owners/users
NYC: Jonathan E. Moskin

SF & WEB: William Sloan Coats



S CHEDUTLE

Limits of DMCA Section 512(c) Safe Harbor

 Understanding Section 512(c)

* Service provider requirements for Safe Harbor protection
e |dentifying “red flags”

* Designated agent for DMCA notices

» Compliance with DMCA notice and take-down procedures
* Policies for terminating repeat infringers

e \Viacom International v. YouTube, UMG Recordings v.
Veoh Networks, lo Group v. Veoh Networks and other cases

NYC: J. (Jay) T. Westermeier
SF & WEB: G. Gervaise Davis Il

3:15 Networking Break

3:30
Breakout Session No. 2a — Patent

Patent Hot Topics
e Global Tech and the standard for establishing induced
infringement

 The changing landscape for patent damages after Uniloc,
Lucent, ResQNet, i4i and Comell

* Estoppel, waiver and laches in patent litigation

* Post-trial royalties in the absence of a permanent injunction
 Current status of reverse payments in patent settlements
* Patent “reform” legislation

NYC, SF & WEB: I. Neel Chatterjee

Bilski Update

* Did the Supreme Court’s decision change the focus from
“machine or transformation” analysis to a question of whether a
claim is abstract?

* Qverview of how courts have analyzed claims as being
“abstract” after Bilski

» Qverview of how courts are continuing to apply “machine or
transformation” after Bilski

* Has the Federal Circuit made the “machine or transformation”
test meaningless through decisions such as Prometheus?

* How is the PTO handling patentability post-Bilski?

* How should practitioners draft claims in view of the post-Bilski
court decisions?

NYC: Stuart P. Meyer
SF & WEB: Rajiv P. Patel

The Myriad Genetics Case and Its
Ramifications

* Growing scope of public interest attack on patents

* How a small patent fight became a global war
against biotechnology

e |s standing still a requirement for declaratory judgment actions?
* Can public relations trump the rule of law?

» Don't even think about patent litigation unless you are prepared
to put your business at risk

NYC, SF & WEB: Thomas E. Kelley

3:30
Breakout Session No. 2b — Trademark

Trademark Hot Topics

In 2011 Courts are:

» Deciding if Betty Boop has revived the defense of aesthetic
functionality in the 9th Circuit

» “Showing plaintiffs the money” — With high damage awards
against defaulting counterfeiters and willful trademark infringers

* Adopting new standards of proof for dilution and looking for
survey evidence

¢ Adopting tougher standards for proving fraud on the PTO

* Reexamining standards for attorney fees awards in
“exceptional cases”

* Assessing parody and first amendment defenses:
Lamebook takes on Facebook

NYC: Siegrun D. Kane
SF & WEB: Karen Frank

International Protection in an Internet World

* What trademark owners need to know re: ICANN's proposal
for new gLTDs

* Has the Internet changed global filing strategies?

* Dos and don'ts for trademark-related take-down notices
» Handling trademark enforcement across borders

NYC, SF & WEB: Kathleen E. McCarthy

Keyword Advertising

* What is keyword advertising?
* Keyword advertising is global in scope, not merely national

* How the U.S. enforcement scheme works —
Federal and state courts

* No exemptions from trademark infringement liability for
trademark infringements

* Consensus views of the Circuits in the U.S. —
Direct and vicarious or contributory infringement

* The Electronic Commerce Directive in the EU

* Exemptions for all forms of liability, including trademark
infringement, if the infringer is a “host”

* ECJ Decisions-based use of Adwords: four rulings based on
referrals from French, Austrian, Dutch and German courts

 Global consensus? The rules of the road today
NYC, SF & WEB: Anne Hiaring Hocking

5:00 Adjourn

/

PLI's Nationally Acclaimed

Course Handbooks

All program attendees will receive a copy of the
Course Handbook Intellectual Property Law
Institute 2011, either in one bound volume or on a
flash drive. The Course Handbook is prepared
specifically for this program and also stands alone
as a permanent reference. PLI's Course

5 Ways to Attend PLI's Programs:

¢ Live Programs ° Live Webcasts
* Groupcasts * CLE Now Web Segments/Programs
* MP3/Audio CD/DVDs

Visit www.pli.edu for more details.

Handbooks represent the definitive thinking of the
nation’s finest legal minds, and are considered
the standard reference in the field. The Course
Handbook will be available on the first day of the
program. Please note: Webcast attendees will
have access to a downloadable version of the
Handbook one business day prior to the program.




Please plan to arrive with enough time to register before the conference begins.
A networking breakfast will be available upon your arrival.

9:00

Day Two:

4:15 p.m.

Morning Session: 9:00 a.m. — 12:15 p.m.

9:00

Strategic Branding

Global brand management

Digital branding and marketing

How to keep a brand fresh

IP legal issues in branding

Synergies between Branding and Legal

Handling brands in mergers and acquisitions
NYC: Sara Blotner, Susan Song

SF & WEB: Leslie C. McKnew, Meredith Pavia

70.00
Trade Secrets Update

\What are best practices for protecting trade secrets in a digital age?

How can organizations roll out and ensure compliance with
trade secrets protection programs?

How can organizations protect their trade secrets when dealing
with other businesses?

When will irreparable harm be presumed in a trade secrets
dispute, and when shouldn't it be?

When is disclosure of trade secrets “inevitable” and what
measures can reduce the risk?

How can the parties help the court to craft the most equitable
remedies for trade secrets disputes?

How can damages be most “equitably” calculated in trade
secrets cases?

How can you use alternative dispute resolution techniques for
resolving trade secrets disputes?

\What should your organization know about the Economic
Espionage Act?
NYC, SF & WEB: Victoria Cundiff

11:00 Networking Break

11:15

Inequitable Conduct — The Momentous
Requirement of Candor

e The Kingsdown pronouncements in theory and practice

Proving actual intent to mislead the patent office

Should courts infer intent from high levels of materiality?
Therasense and the practicalities of prosecuting in multiple countries
Legislation that did not make the cut

NYC, SF & WEB: Joseph A. Micallef

12:15 Lunch

Afternoon Session: 1:30 p.m. — 4:15 p.m.

7:30

Corporate Counsel Panel: Licensing Best

Practices and Strategies

* Business considerations that drive whether and when
to license

Business considerations that drive pricing and limitations
on the scope of what is licensed

Negotiating and drafting limitation of liability and/or
indemnity clauses

Dealing with open source issues and the many iterations
of open source licenses

Balancing prosecution, enforcement, licensing objectives
and business reality

NYC: Carolyn H. Blankenship, Donald A. Cohn,
Andrea L. Colby, Joel Wolfson

SF & WEB: Dana W. Hayter, Michele Herman,
Jean Liu, Douglas L. Reilly

3:00 Networking Break

3:15

IP Lawyer Ethical Issues

e Latest trends in IP malpractice suits
 Confidentiality issues

* Conflicts of interest

» Docketing/calendaring practices (use of technology)
« Effective practice group management

NYC: Katie M. Lachter

SF & WEB: Mark L. Tuft

4:15 Adjourn

Program Attendees Save 35% on These Treatises:

Kane on Trademark Law: A Practitioner’s Guide

Fifth Edition

Siegrun D. Kane (Locke Lord Bissell & Liddell LLP, New York City)

1 looseleaf volume with CD-ROM, 990 pages, $325 $211.25 (Updated annually or as needed:
No charge for revision issued within 3 months of purchase)

Patent Law: A Practitioner’s Guide

Third Edition

Ronald B. Hildreth (Retired; formerly of Baker Botts L.L.P, New York City)

1 looseleaf volume, 728 pages, $295 $191.75 (Updated annually or as needed:
No charge for revision issued within 3 months of purchase)

Visit the PLI Bookstore the day of the program to receive your discount!




Live Webhcast at www.pli.edu

The San Francisco session of this program is available live via the web at www.pli.edu:

e Print the Course Handbook
e Submit questions electronically
* Get “real-time” education right from your PC!

If you have any questions please call PLI's Customer Relations Department at (800) 260-4PLI.

Cost is not a concern for Individual Privileged Members.

Individual Privileged Members have the complete freedom to attend as many of PLI's 300+
annual programs and Live Webcasts as they please, for one flat annual fee. For just $3,495 you can
get the training you need, however you want it. Contact membership@pli.edu for more information.

Pro Bono Efforts

Since 1933, PLI has been the comprehensive resource for the training and development needs of legal professionals. PLI is
heavily involved in pro bono and research and development activities to ensure that all practicing attorneys and law students
remain on the cutting edge. These activities include awarding full and partial scholarships to our Institutes and Programs,
assisting public interest organizations in their training needs, and helping law students become first-rate attorneys by posting
free lectures on our web site and offering free MPRE courses. For more information, go online to pro-bono.pli.edu.

PLI Scholarships

Please check the Registration Information section of this brochure for more information about PLI scholarships.

FOUR EASY WAYS TO REGISTER

WEB: PHONE: (800) 260-4PLI
www.pli.edu Monday - Friday, 9 a.m. - 6 p.m.,
Eastern Time

New York City Seminar Location: PLI New York Center, 810 Seventh
Avenue at 53rd Street (21st floor), New York, New York 10019.
Message Center, program days only: (800) 260-4PLI.

New York City Hotel Accommodations:

Due to high demand and limited il y in NYC, we r
reserving hotel rooms as early as possible.

Hilton New York Hotel, 1335 Avenue of the Americas, New York, New York
10019. Reservations (877) NYC-HILT. Please mention you are booking a room
under the Practising Law Institute Corporate Rate and the Client File N# is
0495741. You may also book reservations online: go to www.pli.edu for this
program, click Hilton link to see preferred rates. Enter requested dates and
Practising Law Institute rates will appear.

Warwick New York Hotel, 65 West 54th Street, New York, New York 10019.
1 block from PLI Center. Reservations 800-223-4099 or hotel direct
212-247-2700. Please mention that you are booking a room under

the Practising Law Institute Corporate Rate. Reservations online at
www.warwickhotelny.com Click reservations in menu bar on left.

Select desired dates. In ‘Special Rates’ drop down window select

Corporate Rate. In ‘Rate Code" enter PLIN. Click search and select desired
room type and rate plan. Or, you may email reservation requests to:
res.ny@warwickhotels.com

San Fr Seminar L PLI California Center,
685 Market Street, San Francisco, California 94105. (415) 498-2800.

San Francisco Hotel Accommodations:

Due to high demand in SF, we recommend reserving hotel rooms as
early as possible.

The Palace Hotel, 2 New Montgomery Street, San Francisco, California 94105.
Call (800) 917-7456 seven days a week from 6:00 a.m. to 12:00 a.m. (PT) and
mention you are attending this PLI program at Practising Law Institute to
receive the preferred rate. For online reservations, go to www.sfpalace.com/pli
to receive the preferred rate.

Payment Policy: Registration fees are due in advance. Attendees may pay
by check, Visa, MasterCard, American Express or Diners Club.

Cancellations: All cancellations received 3 business days prior to the
program will be refunded 100%. If you do not cancel within the allotted time
period, payment is due in full. You may substitute another individual to attend
the program.

PLI's Scholarship/Financial Hardship Policy: Full and partial
scholarships to attend PLI programs are available to pro bono attorneys,
judges, judicial law clerks, law professors, attorneys 65 or older, law students,
librarians and paralegals who work for nonpraofit organizations, legal services
organizations or government agencies, unemployed attorneys and others with
financial hardships. To apply, send your request on your employer's letterhead,
stating the reason for your interest, along with the completed registration form
on this brochure, to the PLI Scholarship Committee. All applications must be
accompanied by a $25 application fee (this fee is waived for judicial law
clerks), and must be submitted four weeks before the date of the program you
wish to attend. (Applicants may pay by check or credit card.) If the request for
a scholarship is denied, the $25 application fee will be returned. Students
must also submit a copy of their student ID card.

FAX: (800) 321-0093
Open 24 Hours!

. REGISTRATION/HOTEL INFORMATION

MAIL: Practising Law Institute
810 Seventh Avenue, New York, NY 10019

Fax or mail completed Registration/Order Form on back cover

Education Course Credit: States have widely varying regulations regarding
Continuing Education credit, therefore, please contact PLI for more information
concerning approval.

New York State CLE Credit: In accordance with the requirements of

the New York State Continuing Legal Education Board, this non-transitional
continuing legal education program is NOT approved for the newly admitted
attorney within the first two years of admission to the Bar. It has been
approved for experienced attorneys for a maximum of 13.5 credit hours,

of which 1.0 credit hour can be applied toward the ethics requirement and
12.5 credit hours can be applied toward the professional practice requirement.

California MCLE Credit: PLI is a State Bar of California approved MCLE
provider. This activity has been approved for MCLE credit in the amount of
11.5 credit hours, of which 1.0 credit hour will apply to legal ethics.

PLI will retain the required MCLE records for this program.

California Paralegals: You can satisfy your new continuing legal education
requirements by attending PLI's nationally acclaimed Institutes and Programs!

Illinois CLE Credit: PLI is an accredited provider in lllinois.

Special Needs: If you have special needs as addressed by the Americans
with Disabilities Act, please notify Customer Relations at least two weeks prior
to your program.

Basic Upkeep Service: In order to keep you abreast of the latest
developments in your field, the purchase of PLI treatises includes Basic Upkeep
Service, so that supplements, replacement pages and new editions may be
shipped to you immediately upon publication for a 30-day examination.

This service is cancelable at any time.

PLI Bookstores: Current Publications, Training Materials, Audio CD/DVDs
and related products are available for purchase at the PLI New York Center,
810 Seventh Avenue at 53rd Street (21st floor), New York, NY, and at the

PLI California Center, 685 Market Street, San Francisco, CA, Monday to Friday,
10:00 a.m. - 4:00 p.m. All PLI Publications can also be purchased online

at www.pli.edu

Email: info@pli.edu
Visit Us On The Web: www.pli.edu

PLI's Guarantee

It's simple. If you're not completely satisfied with
the return on your investment from any PLI program,
your money will be refunded in full.
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