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I INTRODUCTION

This paper discusses pleadingsin contested cases, the
compulsory counterclaim rule and substantive motions attacking the
pleadings. Representative samples of pleadings and substantive

motions are attached for reference.

. Pleadings— Notices of Opposition and Petitionsto Cancel.

Sections 13 and 14 of the Lanham Act provide for thefiling in
the Trademark Trial and Appeal Board of Oppositions and Petitions to
Cancel, which are the equivalents of complaintsin civil litigation. The
subject matter of such actionsislimited only to the registrability of the
mark challenged; the Board has no jurisdiction to award damages or

injunctiverelief.

The Lanham Act itself has bare-bones requirements only — the
“grounds’ must be stated, the fee must be filed and, in the case of
oppositions, they must be filed timely within thirty days after

publication (unless there have been appropriate extensions). The Code



of Federal Regulations expands on those provisions. CFR Section
2.101(b), 2.111(b) and 2.116(c) and 2.119(¢e) have more detailed

guidelines on forms of pleadings.

The Federal Rules of Civil Procedure also apply inall TTAB
proceedings. Note, in particular, Rules 8, 9 and 11.

However, it is hazardousto rely only on the Federal Rules of
Civil Procedure and cases construing them. The Board hasits own
rules and casesinterpreting them. Extensive rules on the forms of
pleading are set forth in the Trademark Trial and Appeal Board Manual
of Procedure (“TBMP"), Sections 312 — 314. The TBMP also provides

sample forms of pleading.

A. Timing

A word of caution on oppositions and extensions of time to
file oppositions. It can be fatal to file arequest for extension of timein
the name of the wrong party. Check your forms to make sure you didn’t
forget to change the name of the client on whose behalf you have filed
the extension. While such a mistake may seem innocuous and
correctable — it may not be. See 37 CFR Section 2.102(b), Trademark
Manual of Examining Procedure (“TBMP”) 206.01 — 206.03; Cass
LogisticsInc. v. McKesson Corp., 27 USPQ2d 1075 (TTAB 1993).

Similarly fatal are the time deadlines. The Lanham Act
establishes statutory deadlines on the extent of time that can be
granted to file oppositions and the total amount of time that can be
granted in the absence of agreement or showing of “extraordinary
circumstances’ TBMP 207.03. First extensions of thirty days can be



granted without cause; extensions for up to 120 days can be granted for
cause. Toensurethat you remember to allege “ cause”, regardless of
where you are in the extension process, always allege “cause”. If you
should omit grounds for “cause” after the first 30 day extension— it
cannot be granted by the Board. Y ou must notice the mistake of
omission of cause within thefirst 30 day extension and correct it then—
or you have forfeited the right to file opposition. TBMP 207.02. See
Lotus Development Corp. v Narada Productions, Inc., 23 USPQ2d 1310
(Comm’r of Patents 1991).

Check the dates for deadlines carefully — good calendaring
systems are essential — use fingersif necessary. Should you request a
certain number of daysfor an extension, but the expiration of those
days falls outside the statutory period, with no consent or extraordinary
circumstances, you will forfeit the opportunity to oppose. There are 120
days from publication to file an opposition ; expiration is 120 days
from publication - if expiration is on the weekend or afederal holiday,
you may file the next day. TBMP 209.04.

Faulty requests for extensions of time can also be bases to

dismiss claims, akin to motions to dismiss. See Cass Logistics, supra.

B. Keeplt Simple in Drafting Complaints and Responses to

Them

When drafting Notices of Opposition or Petitionsto Cancel
keep it ssimple— even simple-minded. All that must be stated are
“grounds’, or in the words of the Federal Rules of Civil Procedures, a

“short and plain statements of the facts”.

Thisisnot atimeto bein lovewith your prose. Do not give



the other party any factsto which itis not entitled. When drafting your
complaints, leave out extraneous matters and histrionics. “Wonton use”
of applicant’s mark in a“manner calculated to cause confusion” will not
get you any further than “the mark sought to be registered islikely to
lead to confusion with Opposer’s mark”. In fact such florid pleadings
may only create the impression that you do not know how limited the
issuesarein a TTAB proceeding and that you usually practicein other
courts.

Don’t throw in the kitchen sink. Even though dilution is now
groundsfor opposition, if that istough to prove, leaveit out. Claimsfor
relief typically part of civil actions have no place in opposition or
cancellation proceedings. Y ou will damage your credibility if you add
such claimsin. TBMP 312.

When reviewing a complaint, ask yourself what you really
know. Typical claims are that Opposer ( or Petitioner) owns certain
registrations or uses the mark for certain products. Even if you know
from your own research that a mark isregistered or the subject of a
pending application by Opposer, you do not need to “admit” such
facts - they are properly denied oninformation and belief.

. The Compulsory Counterclaim Rule

“Compulsory” counterclaims do not exist in the same fashion
in TTAB proceedings asthey do in civil litigation. For example, if a
party has opposed your client’s mark and the defenseis that your client
has prior use, the proceeding will only determine the registrability of
your client’s mark based on the proof of first use. If, in addition, your
client wishesto cancel the opposer’ s mark, a separate petition to cancel
must be filed.



V. Motionsto Dismissand Motionsfor Summary Judgment

A. In Generd

Motions to Dismiss and for Summary Judgment are just two of
the many types of motionsthat may befiled ininter partesTTAB
proceedings. Assuch, the general rules governing all motions apply to
these types of motions. See TMBP 502. If the TBMP does not provide a
specific rule on a procedure, then the Federal Rules of Civil Procedure
apply. See Federal Rules of Civil Procedure 10(b)(5) and 56.

Trademark Rule 1.127 and TBMP Rule 502.02 set forth the
rules on forms of maotions. The general procedures applicablein civil
proceedings apply except that the Board provisions do not contemplate
reply briefs. Unlessreally necessary, therefore, try to avoid them. Page
limitsare strictly adhered to— twenty five. Oral hearingstypically are
not held on any motions whatsoever, including on motions to dismiss
and summary judgment motions. It israre for the Board to grant oral
hearings on these motions. These are proceedings in the Trademark
Trial and Appea Board after the Trademark Office hasfinally refused a
federal application to register . Section 20 of the Lanham Act, 15U.S.C.
Section 1070 provides for an appeal tothe TTAB from afinal refusal.
Trademark Rules 2.61t02.64 (37 CF.R)

B. Motionsto Dismiss

TBMP Section 503 governs motions to dismiss. Asin civil
proceedings, such motions must be filed before and at the sametime as
the answer. As apractical matter, asin civil litigation, unless the point

of the motion issimply to add the cost of litigation, the result of such a



motion is simply to educate the other party on pleading practices; leave
to amend defective pleadingsis readily granted. TMBP 503.03.

Inthe TTAB fiscal year ended September 30, 2001, 93 motions
to dismiss were filed, most of which resulted in leave to amend the
pleadings.

Bear in mind that the Board can and does use its power to
award sanctions granted by Rule 11 inthe case of unsupported
alegationsin any pleadings and thefiling of pleadings for any improper
purpose. See TBMP Rule 529. Thus amotion to dismiss filed for any

improper purposeislikely to result in sanctions.

C. Summary Judgment Motions

Just asin civil litigation, summary judgment motions can be
filed only after evidence has been adduced and can be granted only if
thereisno issue of material fact so that the movant is entitled to
judgment as a matter of law. See Fed. Rule of Civil Procedure 56, TBMP
528.

Therefore by the time a proceeding isripe for a summary
judgment motion, it is probably also ripe for the testimony and briefing
period. Summary judgments are most useful “where the material facts
are clearly undisputed and are truly compelling, or where the motionis
based on some theory of res judicata’ and can be a good way to avoid

auselesstrial, but probably only in limited situations.

'] gratefully acknowledge the assistance Honorable Gerard Rogers of
the Trademark Trial and Appea Board and Mary Frances Bruce, the
supervisor of the interlocutory attorney staff at the Board for this and
similar information presented in this paper.

2Honorable T. Jeffrey Quinn, “ Trademark Trial and Appeal Board:
Motion Practice” presented September 14, 2000 at the TTAB Practice
For Novices Forum sponsored by the International Trademark Law
Association.



Summary judgment motions are based on facts. Gather all the
supporting evidence in support of your motion ( which you would do
for the testimony period in any event).

Inthe TTAB fiscal year ending September 30, 2001, 201
motions for summary judgment were filed. Exact figures are not kept, but
estimates are that only between 25% and 30% of those were granted.
Any motion granted can of course, be appealed to the Court of Appeals
of the Federal Circuit, which has not been reluctant to overturn the
TTAB’sgranting of summary judgment motions. Thusthereisa
relatively low chance of prevailing at the Board level, and arelatively
low chance of maintaining the summary judgment award if it is appeal ed.

The TTAB generally assigns an interlocutory attorney to each
case until it reaches the Board. However, because of the difficulty of
reviewing summary judgment motions, these are assigned centrally to
al interlocutory attorneys. Therefore the attorney assigned to your
proceeding is not likely to be the reviewer on the summary judgment
motion. The reviewing attorney’ s findings are then passed on to the
Board. The goal currently for acting on summary judgment motionsis
three months, and as of the end of December, 2001, is about three and
half months. Thistime from filing to decision is down considerably from
apendency of two yearsin the recent past.

Thisinformation suggests that the filing of summary judgment
motions will not necessarily speed the result of the case (infactis
guaranteed to suspend it for several months), and that the likelihood of
winning amotion for summary judgment istwo to one at the Board
phase, and at best fifty-fifty thereafter. Furthermore, such amotion will
do much to educate the other side on its case and ensure that the other
party is as prepared as the moving party on the issues.

Therefore filing summary judgment motions can at best result

in termination of the case in your favor ( astatistically low probahility)



but is certainly likely to result in educating the other side asto your
strategies, the other side’ s weaknesses and what needs to be worked on

in the testimony phase and at trial.
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